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DEPARTMENT OF THE TREASURY 

WASHINGTON O C ZOZZO 



Case No. CL -75835 

\'incencN PalladinOy Esqiuie JUL 2 8 2006 

Ropes & Gray LLP 

125 1 Avenue of the Amencas 

New York, NY 10020 

Dear Mr Palladino 

This IS in response to your letter dated April 7, 2006, on behalf of Empresa Cubana Exportadora 
de Almicntos y Productos Vanos ("Cubaexport"), requesting a license aulhonzing fransacjions 
related to the renewal at the United States Patent and Trademark Office of Registration Noi 
1,031.651 of HAVANA CLUB & Design (the "HAVANA CLUB trademaric") f 

Pursuant to the Cuban Assets Control Regulations, 31 C.F R. Part 515, administered by thefJJ S 
Department of the Treasury's Office of Foreign Assets Control ("OFAC"), renewal of the 
HAVANA CLUB trademark under these circumstances would be prohibited unless specifically 
licensed 

OF AC has been engaged m consultation with relevant agencies in the U S Government, 
including the Department of State (''Siaie'O* on this issue We have received guidance from 
State mfoiming us that it would be mconsistent with U S policy to issue a specific license 
authonzing transactions related to the renewal of the HAV^ANA CLUB trademark Accordingly, 
your request is hereby denied 



Sincerely, 




Acting Director 

Office of Foreign Assets Control 

cc Commissioner for Trademarks, USPTO 



OOOOOi 
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DEPARTMENT OF T^E TREASURY 

WASHINGTON. DTC. 20220 



FACSO.CU.268M2 APR 6 2006 

VinccmN. Palladino 
Ropfes & Gray LLP 
1 25 1 Avenue of ibe Americas 
New York, NY 1O02O-11O4 



Re: License No. CU.74488 



Desr Mr. Palladino: 



The piixpose of this Icncr is to clarify thai License No CU-74488, ks&ued by the 
Office of Foreign Assets Control C^OFAC**) on Maicb 4, 2005, does not authorize Ropes 
& Gray LLP to pay a filing fee to the U S Paieni and Tradcmaric OfXice ("PTO**) for 
renewal of Regisiraiion No-1, 03 1,651 <\he '^HAVANA CLUB irademaik") on behalf of 
Empresa Cubana Exportadora de Alimemos y Productos Vanos d/b/a Cubaexport 
("Cubaexport**). In a Deeembcr 1 3, 2006» letter lo PTO, Ropes & Gray LLP aj^Iied for 
renewal of the HAVANA CLUB iradcmarfc and rcqucsied thai PTO deduct the filing fee 
from a Ropes & Giay LLP dq>osit account, arguing that License No. CU-74488 
authorizes payment of the filing fee. 

License No. CU*')4488 pertains to a cancellation procecdirxg. It states that h is 
issued '*Pin?uant to an application dated January 26, 2005*** The authorization section of 
License No, CU'-74488, quoted in full (wjtb emphasis added), states. 

All iransactions are authorised to enable the Licensee [Ropes & 
Gray LLP], in connection [withj the legal representation of 
Empresa Cubana Exponadora dc Alimemos y Producios Vanos 
(Xuba69q>OTt'*), and Havana Club Holdmgs S.A. in legal 
proceedings in the United States rcteted to the HAVANA CLUB 
irademark, as described in ihe oppUcaUon^ to receive payment Tor 
such services and reiniburscment for expenses related to such 
services from Cuban nationals through banictng channels, provided 

ihc funds are louted from Cuba to the United States via a Oiird- 
counciy bank. 

The only legal proceeding dcscnbed in your firm's January 26, 2005 apphcation was "a 
cornplami {\ cuncntiy pending in the U S Djsinct Coun for the District of Columbia 
again^ our clients Cubaexport and Havana Club Holdings S-A."" This complaint is an 
appeal fsQvn ihjcdxtmtszl ofa canccHfltion proceeding before (be Uniicd States 
Trademark Trial and Appeal Board concerning the HAVANA CLUB trademark* 



In your lener to PTO daied December 13, 2005, you presenr t number of 
argumenis why the iene'»^al fee for the HAVANA CLUB trademark should be allowed to 
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be paid, including the foUowing; (1) paying the fee is necessaxy to maimam the siasus 
quo by mainiaming the HAVANA CLUB irademark registration, (2) failure to pay tbc 
fee will result in cancellation of the regisirsiion. (3) if the registration is not maintained, 
the District Court will be denied an opportunity lo reach a reasoned decision in the 
pending litigation, and (4) failure to maintain the registration will effectively ovemile the 
decision of the United States Tiademark Ttia! and Appeal Board while it is on appeal 
These arguments do not extend the limhcd authoTizaiion contained in Licen^ No» CU- 
74488, which covets only those vansactions m connection with the pending District 
Cotm litigation, to those transactions thai are external to the pending District Court 
litigation, $uch as the payment of a renewal fee lo initiate a separate action before the 
PTO, 

In your letter of December 13, 2005, you aUo argue that the failure of the District 
Court 10 reach a reasoned decision^ which allegedly will result from the failure to pay the 
trademark registration renewal fee, will deprive Cuhaexport of the rcpresentatiofi that 
OF AC has authorized Ropes & Gray LLP to provide, Wc disagree with that atgument 
In issuing License 'Ho. C13-7448S, OPaC authorized Roi>es & Cray LLP to engEEC in ( 
tratisactions nccessaiy to provide Cuhaexport representation only in the litigation pending 
before the District Court. OFAC is not in a position lo gauge the extent to which , 
other administrative or judicial proceedings may have some eiTect on that litigation, and| \ 
in any event, h^censc No. CU^7448S docs not purport lo authorise any transactions 
related to such other proceedings. 

We note that this discussion does not in any way prejudice tbc ability of Hopes & 
Cray LLP to request separate authorization from OFAC to engage in transactions related 
to the renewal of the HAVaNA CLUB trademark legiStration at the PTO. If you wish to 
request such a specific license or further guidance from OFAC, you may do so by writing 
directly to OFAC's Licensing Division* Should you have any Amber questions, please 
contact the Deputy Chief Counsel (Foreign Assets Conuoi) at 202-622-2410. 

Sincerely, 

Barbara C Hammcrie 
Acting Diiecioj 

Office of Foreign Assets Control 



cc: Comnussioner for Trademarlcs, PTO 



000053 



